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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 11 , 12, 15 and 16 and 19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Baumgart et al (5,263,955; of record); or in the alternative, under 35 
U.S.C. 1 03(a), as being obvious over Baumgart et al. in view of Taylor et al. (5,601 ,551 ; 
of record). 

Baumgart et al. disclose a device comprising a first element and second element 
(please see the drawing below as depicted from the patent cover page's illustration), an 
electric motor associated with the first element (Col 2 Lines 10-35), a drive shaft (Col 2 
Lines 1-5, in that the drive for longitudinal displacement is interpreted as having a drive 
shaft), guide means located on the first element (area indicated by 10 in Fig 3) so that 
the first element and second element move axially relative to one another without radial 
torsion (Col 1 Lines 10-20), an inner cross section of the second element configured as 
a cylindrical bore provided with an inner circumferential surface having a thread (Col 3 
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Lines 20-40) a radial locl<ing bore provided in the first and second elements (22 and 15, 
respectively, in Fig 4), and at least one sealing element inserted between the first and 
second elements (16). 




Baumgart et al. disclose that the disclosed device may comprise various cross-sectional 
configurations including a polygonal cross-section (see, e.g., col. 2, lines 58-63). 
Baumgart et al. also teach that the components of the implant should be secured 
against relative rotation (see, e.g., col. 3, lines 19-22). Therefore, since the device 
comprises a sleeve configuration wherein one element receives another element, the 
embodiment wherein a polygonal cross-section is implemented would have 
correspondingly shaped inner and outer engaging surfaces of a polygonal configuration. 
Such a configuration would secure against torsion. In addition, or in the alternative, it 
would have been obvious to have provided the system with correspondingly shaped 
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inner and outer engaging surfaces of a polygonal configuration in view of Taylor et al., 
as follows. Taylor et al. disclose an orthopedic device for imparting linear motion having 
correspondingly shaped inner and outer engaging surfaces of a polygonal configuration, 
in order to allow bone elements to be lengthened along an axis while maintaining and 
controlling the other spatial relations of each bone element and to prevent rotation 
thereof (see, e.g.. Figs. 2-4; col. 1, lines 51-57; col. 3, lines 4-8; and col. 4, lines 25-47). 
It would have been obvious to a person having ordinary skill in the art to have provided 
the device of Baumgart et al. with correspondingly shaped inner and outer engaging 
surfaces of a polygonal configuration, in view of Taylor et al., in order to allow bone 
elements to be lengthened along an axis while better maintaining and controlling the 
other spatial relations of each bone element and to prevent rotation thereof. 

Claims 13, 14 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Baumgart et al. (5,263,955; of record) alone or in view of Taylor et al. (5,601 ,551 ; 
of record), as applied to claim 1 1 above, and further in view of Betz et al. (6,245,075; of 
record. 

The device of the combination of Baumgart et al. alone or in view of Taylor et al. 
discloses the claimed invention except for a planetary roller system and a sensor means 
connected with an electronics unit. Betz et al. disclose a distraction device for 
extending bones comprising planetary rollers (Fig 1 Elements 19) and a sensor means 
connected with a telemetry system (Col 3 Lines 5-10). It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to provide the 
device of Baumgart et al alone or in view of Taylor et al. with planetary rollers and a 
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sensor means, in view of Betz et a!., to provide an alternative means of accurately 
extending the length of a patient's bone. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Baumgart et al. (5,263,955; of record) and Betz et al. (6,245,075; of record) and 
optionally in view of Taylor et al. (5,601,551; of record), as applied to claim 17 (and 14 
and 1 1 ) above, and further in view of Er et al (610415; of record). 

The device of the combination of Baumgart et al., Betz et al. and optionally 
Taylor et al. disclose the claimed invention except for a data transmission unit. Er et al. 
disclose an implantable medical device comprising a data transmitter unit (130 in Fig 
4a). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the data transmitter unit of Er et al. in the device of the 
combination of Baumgart et al., Betz et al., and optionally Taylor et al., to offer an 
equivalent means of transmitting data from the device to an external source in the OR. 

Response to Arguments 

Applicant's arguments with respect to independent claim 1 1 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 

Applicant's amendment, furtlier amending independent claim 11, necessitated 
the new ground(s) of rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Comstock whose telephone number is (571) 272- 
4710 (a detailed message should be left if Examiner is unavailable). If attempts to 
reach the Examiner by telephone or voicemail are unsuccessful, the examiner's 
supervisor, Eduardo Robert, can be reached at (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/David Comstock/ 
Examiner, Art Unit 3733 

/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



